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71 Chisum on Patents (Chapter 2, 202) : "An
invention is generally considered a joint inven-
tion when two or more persons, collaborating
together, each contribute to the conception of
the solution to 2 problem which constitutes the
invention. One dees not become an inventor
either by suggesting a desired end or result,
with no suggestion of means, or by merely fol-
lowing the instructions of the person or per-
sons who conceive the solution.”

2) 1'9'[|X_n oA L

“Each joint inventor must generally con-

{ribute Lo the conception of the invention.”
(Burroughs Wellcome Co. v. Barr Lab., Inc. 40

Ao E B

I°. 3d 1223 1227-28. 32 USPAQ. 2d 1915 1919
{Fed. Cir. 1994))

Z) “One does not qualify as 2 joint inventor
by merely assisting the actual inventor after
conception of the claimed invention.” {See
Sewall v. Walters., 21 F. 3d at 416-17:
Shatterproof Glass Corp. v. Libbey-Owens Ford
Co, 738 F. 2d 613, 624, 225 USPQ. 634, 641
(Fed. Cir. 1985] )

3 “One who simply provides the inventor
with well-known principles or explains the
state of the art without ever having "a firm
and definite idea” of the claimed combination
as a whole does not qualify as a joint inventor”
(See Hess v. Advanced Cardiovascular Syvs.
Inc. 106 F. 3d at 981)

4 “A codnventor need not make a contribu-
[See 35 USLC.
Section 116! A contribution to one claim is

tion o every claim of a patent.”

enough, (See SmithKline Diagnostics, Inc. v,
Helena Lab. Corp., 839 F. 24 878, 888, 8 USPQ.
2d 1468, 1476 (Fed. Cir. 1988))
HEFFESEL16% | Farber, Inc. v. Texas
Instruments, Inc. (211 F Supp.686, 1962)
Ethicon, Inc, and Inbae Yoon. M.D. v. United

" States Surgical Corporation and Young Jae

Choi (135 F.3d 1456, 1998)

RS OYEFIEIseEm y L—as g4, | AD
FEIHAVEBE S ATV, EFHIZ, Ethicon
ttiZexclusive license & 8755 L., @&, $H3ES
RO -3 62 @07 L - LOFFRE
LT, US Surgiealtt % 255, frabdksimis,
MEESERFHFAIZME, 49 1 ADBEHFBAGL
Z LAY, US Surgicalftid, BiroEams:
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“Unlike inventorship. patent ownership is
not determined on a claim-by-claim basis. B
enjovs joint ownership status of not only the
subject matter of the two claims he invented.
but also the subject matter of the fifty-three
claims directed to subject matter he had not
invented.”

"An error in not naming or in naming a person
as an inventor in a provisional application
would not require correction under either 37
CFR 148 (d} (to add an inventor) or 37 CFR
148 (e} (to delete an inventor) in the provi-
sional application so long as the nonprovisional
application naming the correct inventorship
would contain an overlap of at least one inven-
tor with the provisional application.” (Manual
for Patent Examining Procedure 201.03)
FEFFIFES2624 © “In the absence of any
agreement to the contrary, cach of the joint
owners of a patent may make, use, offer to sell,
or sell the patented invention within the
TUnited States, or import the patented invention
into the United States, without the consent of
and without accounting ro the other owners.”

w, FAEXRIIMLTHEFOETIRAH

ThiIEbzBRLAdRELTE, FAL
HODLDYH L.

1! “This freedom to exploit the patent with-
out a duty to account to other co-owners also
allows co-owners to freely license others to
exploit the patent without the consent of other
co-owners. © (Ethicon. Inc. v. United States
Surgical Corp. 45 USF.Q. 2d 1545, (Fed. Cir,
1968) )

2 “Each coowner's ownership rights carry
with them the right to license others, a right
that also does not require the consent of any
other co-owner.” (Schering Corp. v. Roussel-
UCLAF SA, 104 F. 3d 341 344, 41 USPQ. 2d
1330 (Fed. Cir. 1997))

5 H & B Viss Nos

13!

CZOOEFOHEE LTI, RnLoih i,

T “Joint owners of a patent are at the
mercy of each other. Each of them may use or
license others to use the invention without the
consent of his fellows and without responsibili-
ty to such fellows for the profits arising from
such use or license.” [See Bendix Aviation
Corp. v. Kury, 84 USP.Q. 189, 192 (EDNY.
1953) ; citing MeDuffee et al, v. Hestonville, M.
& F. Pass. Ry. Co. 162 F. 36, 3839, (3rd Cir.
1908]

2 “TIf plaintiff were listed on patent as co-
inventor, she would have no right to an
accounting of any licensing of the invention.”
(Dee v. Aukerman. 2 USP.Q. 2d 2045, 2046 (E.
D. Oh. 1967))

m, WHFEERECHESOD YT £ AL
T AEOEFETIE, B EEE, n AT
FAOFEEEeE LT,

) “a joint owner of a copyrighted work was
not accountable te the other joint owners for
profits arising [rom the exploitation of the
copyrighted work.” (Carter v. Bailey, 64 Me.
458 (1874)) : Also see Jerrv Vogel Music Co.
Inc., v. Miller Musie, Inc. 75 USPQ. 205 (NY.
App. Div. 1847)

LA L, SEosflTd, Jor—LidsE
L, [HeESEhEOworko il oG
ko a5, Bocled L oada v io s
FioEisEsEras] ELTwL,

) “widely recognized that a coowner of a
copyright must account to other co-owners for
any profits earning from using the copyrighted
work” (See Goodman v, Lee, 38 USP.Q. 2d
1354, 1358 (5th Cir. 1996) : citing Oddo v. Ries.
222 USP.GQ. 779 (9th Cir. 1984)
Bernstein & Co. v, Jerry Vogel Music Co. 105
USPQ. 178 (2nd Cir) |, modified. 105 TSP
460 (1955) )

; Shapiro.
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